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DETAILED ACTION 
Response to Arguments 

1 . Applicant argues that that the claimed invention generates an email message in 
a preferred language to avoid requiring a user to have software, which automatically 
translates the message upon receipt. Instead, the email is generated in the language 
determined to be the preferred language for the user. Clearly, translation occurs upon 
receipt of the email message in Berstis, rather prior to transmission as in the claimed 
invention. However, Berstis teaches the "set" which refers to a list of possible 
languages which the message mav be composed in (column 8, lines 20-23). Besides, 
Applicant argues something that is not claimed. In response to applicant's argument 
that the references fail to show certain features of applicant's invention, it is noted that 
the features upon which applicant relies (i.e., information is translated prior to 
transmission) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
Nothing in the claims teach what language the information is composed in. Therefore, 
applicant's arguments are not persuasive. 

Applicant further argues that Berstis provides no information about generation of 
surveys, let alone translation of emails related to such surveys prior to sending such 
emails. However, Applicant fails to provide any information on a survey system. 

Applicant also argues regarding claims 10-1 1 and 21-22 that Crapo does not 
have a filing date prior to Applicant's priority date, and thus Applicant submits that a full 
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examination requires a determination of whether the Crapo priority date supports what 
Crapo is cited for. Applicant requests copies of United States Provisional Patent 
Applications 60/150,461 and 60/150,237 from which Crapo claims priority. The 
Provisionals have been provided. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 6-7 and 17-18 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The term "survey system" is not 
mentioned in the specification. For examination purposes the term "survey system" has 
been interpreted as an inquiry system in which information such as source language, 
target language, fonts, etc. can be chosen. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-9 and 12-20 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Berstis et al. (USPN 6,901 ,367), hereinafter referenced as Berstis. 

Regarding claims 1 and 12, Berstis discloses a method and apparatus 
comprising: 

determining, as part of an electronic mail generation system, a preferred 

i. 

language (figures 3 and 4); 

writing header information to an electronic mail message based on the preferred 
language (figure 3, elements 309, 31 1 , 313 and 315 with figure 4, element 409 with 
desired language; column 4, lines 24-34 and column 7, lines 13-18 and column 7, line 
64 - column 8, line 3 with column 8, lines 17-23); and 

writing a body to the electronic mail message (column 7, lines 19-21). 

Regarding claims 2 and 13, Berstis discloses a method and apparatus 
comprising sending the electronic mail message to an electronic mail recipient (email 
transmitted; column 4, lines 24-34). 
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Regarding claims 3 and 14, Berstis discloses a method and apparatus wherein 
the preferred language is determined by querying a database of the system (user to 
request; column 4, lines 36-54 and column 6, lines 33-52). 

Regarding claims 4 and 15, Berstis discloses a method and apparatus where 
the header information comprises character coding information based on the preferred 
language (column 5, lines 64 - column 6, line 4). 

Regarding claims 5 and 16, Berstis discloses a method and apparatuswherein 
the character coding information comprises one or more of MIME-Version header field, 
a content type header field (figure 4, element 409 and column 7, lines 13- 18 with 
column 8, lines 17-23, a content transfer encoding field and a character set parameter 
of the content type header field (column 8, lines 57-65). 

Regarding claims 6 and 17, Berstis discloses a method and apparatus wherein 
the electronic mail generation system is a part of a survey system (figure 2). 

Regarding claims 7 and 18, Berstis discloses a method and apparatus wherein 
the electronic mail message is generated automatically in response to an event of the 
survey system (figure 2, element 220C and column 6, lines 5-31 with column 8, lines 
20-22). 

Regarding claims 8 and 19, Berstis discloses a method and apparatus wherein 
the recipient is expressed in a manner dependent on the preferred language (desired 
language; column 4, lines 24-34 with column 8, lines 20-22). 



Application/Control Number: 1 0/031 ,263 Page 6 

Art Unit: 2626 

Regarding claims 9 and 20, Berstis discloses a method and apparatus further 
comprising sending the electronic mail message to the recipient expressed in the 
language manner (transmitting email; column 4, lines 24-54). 

Claim Rejections • 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 10-11 and 21-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Berstis in view of Crapo (US PGPUB 2004/0064371 ). 

Regarding claims 10 and 21, Berstis discloses a language sensitive electronic 
mail generation, but lacks the method and apparatus further comprising determining a 
culturally appropriate salutation for the recipient based on the preferred language. 

Crapo discloses an on-line registration system and method further comprising 
determining a culturally appropriate salutation for the recipient based on the preferred 
language (column 8, paragraph 0066), to verify identity. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Berstis's method and apparatus wherein it 
further comprises determining a culturally appropriate salutation for the recipient based 
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on the preferred language, as taught by Crapo, to provide sex/marital indicative titles, 
which helps to verify identity (column 8, paragraph 0068). 

Regarding claims 11 and 22, Berstis discloses a language sensitive electronic 
mail generation, but lacks constructing the culturally appropriate salutation based on the 
recipient's name and the preferred language and writing to a body of the electronic mail 
message the culturally appropriate salutation. 

Crapo discloses an on-line registration system and method further comprising: 

constructing the culturally appropriate salutation based on the recipient's name 
(first, middle and last name) and the preferred language (preferred language; column 8, 
paragraph 0066); and 

writing to a body of the electronic mail message the culturally appropriate 
salutation (e-mail message; column 8, paragraph 0070), to verify identity. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Berstis's method and apparatus comprising 
constructing the culturally appropriate salutation based on the recipient's name and the 
preferred language and writing to a body of the electronic mail message the culturally 
appropriate salutation, as taught by Crapo, to provide sex/marital indicative titles, in the 
preferred language, which helps to verify identity (column 8, paragraph 0068). 



Application/Control Number: 10/031,263 
Art Unit: 2626 



Page 8 



Conclusion 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jakieda R. Jackson whose telephone number is 
571.272.7619. The examiner can normally be reached on Monday through Friday from 
7:30 a.m. to 5:00p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Hudspeth can be reached on 571.272.7843. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JRJ 

August 13, 2006 




